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ABSTRACT 

Nowadays, with the change in time, the competition in the market is raising 
with the modern needs. The trademarks must be able to distinguishable from 
the other proprietor’s company’s mark. It is the best tool in the market to be 
a workout and also as we all know there is unfair trade practicing is going on 
by causing an effect on the goodwill of other brands by copying their logos, 
and words and by copying the characteristics of the brands. This creates 
confusion in the mind of consumers and to protect the rights of consumers 
there must be distinctiveness in the product's name. The distinctiveness is a 
very important factor, not only based on trademark but also for the marketing 
levels of business. The proprietor needs to register the trademarks that are 
distinctive for the need to the protection of their company’s goodwill and 
from competitors. 

This paper discusses the concept of trade marks law in India, distinctiveness, 
and how distinctiveness is the leading criterion under the act. The 
distinctiveness is the essential requirement for registration under the trade 
marks Act, 1999. It also provides the concept of acquired and inherent 
distinctiveness, and the landmark judgment of distinctiveness under the trade 
mark Act, 1999. 
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INTRODUCTION: 

 The trademarks must be able to distinguishable from one person's good or service to others, it 

is the condition for the registration of a trademark under the trademark act 1999. The trademark 

distinctiveness applies to the trademarks. There should be a difference between one’s product 

identity to others as there will be no confusion in the mind of the consumers, also it will protect 

the rights of the proprietor. The trademark which will be used by the proprietor must be capable 

of distinctiveness. There should not be a nondistinctive mark. The basic need of this 

distinctiveness is for the consumers as it will not deceive the consumers and as well as no 

confusion between the original and fake. The trademarks must have some distinctiveness to 

full fill the requirement of registration. Some carry the inherent distinctiveness and others by 

making them different. There can be too much confusion for the consumers if there will be no 

distinctiveness, they will not able to choose the original goods and services. The trade act says 

that the trademark without non-distinctiveness is unregistrable. There have to be no descriptive 

words that will identify the products which they are going to register.   

The trademarks allow the buyers to recognize the product from the particular goods and the 

same for the service. It is a very important tool in the market to protect against the infringement 

of the proprietor’s goodwill. The sole purpose of not allowing the descriptive trademark 

characters is to protect the rights of buyers as well as the proprietor.1 

I. TRADEMARKS LAW IN INDIA 

There are so many inventions going on everywhere, so there is a need to protect the inventors. 

The distinctive marks are registrable which guaranteed the protection of inventions under the 

trademark Act 1999. An invention done by inventors it’s their entitlement, this is their natural 

right as per natural right theory under intellectual property rights,1883. The protection of 

owner’s goods by giving the owner the ownership of that particular good of them or inventions 

made by them, the basic theory behind this is that manufacturers or the inventors put their 

efforts and investment of time on their goods and as a matter of right no one has a right to 

infringe that right of ownership.  

 
1 Balkrishna hatcheries v. Nando’s international ltd. (2007) 4 Bom CR 48 (India).  
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That as per the natural right theory of intellectual property, says it's natural that the person or 

laborer has a right to take benefit of his/her hard work. “Labourer has a right to enjoy the fruit 

of his/her hard work. This trademark act 1999 makes it possible to protect the rights of the 

owners by putting registration under trade mark act, of any invention, business, and goods.  

Trademark law was developed for the benefit of industrial areas and the revolution of industrial 

goods. As trademark helped in the production of large-scale goods and distribution of goods in 

the competitive market. And this manufacturer started identifying the products and goods by 

the specific symbols, words, or by certain marks on them which helps the manufacturer to 

differentiate the goods from similar goods in the market.  

That trademark started acquiring goodwill and reputation in the market and to the consumers 

and they started realizing all the benefits of the trademark in the economic worth. The other 

manufacturer started feeling appealed to copy another well-established trademark to gain the 

similar profits that the particular trademark is gaining through their symbol’s reputation in the 

eye of consumers. Commercial gains and as well as a trademark also provide protection and 

rights to the owner whose company, business, and goods are registered under the trademark act 

1999. The people who do not register their company, business, and goods under trade mark act 

face repercussions of that, as they have no rights under their goods.   

A trademark is a symbol, word, phrase, and logo, which is used to identify any goods, products, 

and particular phrase for any business and company to make it different from any other 

company and brand as well. A trademark is a part of intellectual property rights, intellectual 

property rights allow the owner to protect their ownership of an innovation held by them and 

any creation according to the natural laborer right. The trademark is one of the types of 

intellectual property.  

The trade mark act says that a mark which capable to distinguish any product, goods, brand, 

and services of one person from another person.  

Trademark is something that differentiates a particular brand of the person from another brand, 

it is a tool for the economic worth of a business and also to protect the rights of the owner of 

the innovation. The procedure of trademark makes it very easy to recognize the product in the 

market which results in good benefits in the marketing field. The marketing process of it is 

very easier now with the help of the trademark act. The owner now can prevent the use of their 
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logo by any other competitor company. There are so many examples of trademarks, like brands, 

apple, McDonald’s, and Dolce and Gabbana.2 

Purposes of trademark act:  

There are two purposes of the trademark act-  

1. It protects public interest as it distinguishes the product by distinct symbols, words, 

logos, and phrases, which prevents the confusion of the public in deciding on the 

product or recognizing the brand.  

2. It protects the rights of the owner, and also protects trade and business as well as the 

goodwill of the owner.  

Need for trademark act in India:  

If there is no trade mark then, inventors would not be able to protect their rights for their 

inventions, and also, they will get no benefits and no economic worth in the market. There will 

be no differentiation between the brands and products and the other brands could take benefit 

from a particular brand by copying their product, which will infringe the rights of the inventor, 

as the invention takes effort like money, plans, and time. To protect the rights of the owner this 

act has been coming into force.    

That trademark started acquiring goodwill and reputation in the market and to the consumers 

and they started realizing all the benefits of trademarks in the economic worth. The other 

manufacturer started feeling appealed to copy another well-established trademark to gain the 

similar profits that the particular trademark is gaining through their symbol’s reputation in the 

eye of consumers. Commercial gains and as well as trademarks also provide protection and 

rights to the owner whose company, business, and goods are registered under the trademark act 

1999. The people who do not register their company, business, and goods under trade mark act 

face repercussions of that, as they have no rights under their goods.   

II. DISTINCTIVENESS 

Under the trademark act, it says that the trademark which is going to be registered under the 

 
2 V.K Ahuja, Law relating to intellectual property rights 250-260 (3ed. 2021).  
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trade marks act 1999, must be of the nature capable of being presented as a distinguishable 

mark. The ability of the mark of being differentiable. The capability of distinguishing means 

there shall be no non- distinctive words in the trademark. It should be different inherently from 

the goods or services of the other person’s trademark. The trademark must be nature of 

distinguishable in the eye of consumers as it is a tool that helps in the marketing level and made 

it a well-known trademark to the public. The same marks will create confusion in buyers' minds 

and they will not be able to differentiate the original product of their choice. The distinctiveness 

is the uniqueness in the goods and services that unique the product from the other’s product. 3 

Distinctiveness is important because it will not create any type of deception in the mind of 

consumers. Also, help the consumer to recognise the goods. It also protects the encroachment, 

Section 9 (1) of the trademark act says any mark which is devoid of distinctiveness or which is 

not distinctive in nature is not registrable. 

In the case of imperial tobacco co. of India ltd v., the registrar of trademark -In this case, the 

Imperial tobacco company made an application for the registration of their trademark to the 

registrar of the trademark. By bearing the label of the device snow-clad hills in the outline and 

the word ‘simla’ are written on various panels of the label. But the registrar rejects their 

application on the ground that they are using the geographical name, and said the geographical 

names are not registrable until and unless there must be a strong proof of distinctiveness. 

According to trademark rule 26(2), the colour mark can also be filled for the registration as a 

trademark, by providing the combination of colour for the trademark, and the burden lies on 

the claimant to prove the distinctiveness of a colour.  

The court said that distinctiveness is the important criterion of a mark. The appellant proves 

the reasonable grounds that they have no manufacturing in the Shimla and the sales of the 

product for the distinctiveness. the court held that there was no strong evidence regarding the 

distinctiveness, merely the sale of a product cannot prove the distinctiveness of the mark.  

it was held that this trademark can make confusion in the mind of smokers who has no special 

knowledge about cigarettes. Also stated that distinctiveness is some quality in the trademark 

which is distinct from those of others. 4 

 
3 V.K Ahuja, law relating to intellectual property rights 264-284(3ed. 2021).  
4 Imperial tobacco co. Indian Ltd. V. registrar of trademark (1968) 73 CWN 169 (India).  
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i. THE ACQUIRED AND INHERENT DISTINCTIVENESS TRADEMARKS –  

An Acquired distinctiveness trademark is a mark that happened when an unregistered mark 

gains distinctiveness due to the public as they associate it with particular goods and services. 

It most happened due to advertisements and widespread commercials. 

An inherent distinctiveness trademark is a mark that is sufficient to be recognized as a 

distinctive mark. And we can say that it has sufficient features to act as a distinctive trademark, 

for example, ‘Belora’ is a lipstick brand name but it has no nexus and relation to lipsticks which 

shows it is strongly distinctive, and it is eligible for the protection of trademark. 5 

ii. LANDMARK JUDGEMENT OF ABERCROMBIE AND FITCH CO. VS. 

HINTING WORLD, INC- 

This case is very helpful to explain the meaning of distinctiveness to the people and also the 

concept of inherent and acquired distinctiveness derived from this case. India also relies on this 

judgment to make references. In this case, both the (A&F) and the (HW) are clothing 

companies and fall under the same category of goods under the trademark. 

 The A&F was a famous brand in comparison to HW, it is a smaller brand. The A&F was 

registered trademark and they dedicated to jungle clothing expedition by the name safari but 

the safari was not registered and same as this the HW also dedicate to jungle expedition and by 

the name mini safari and they are not registered as well, the place of the exhibit also called by 

safari world and safari land.  

In the trademark law, there is the benefit of the doubt given to the prior user of anything, as it 

is presumed that is the latter one who tries to copy the prior user and has a mala-fide intention. 

In this case, the supreme court held that HW tries to use the goodwill of A&F and their 

reputation as well for earning the benefits of A&F. also held that safari acquired distinctiveness 

by the prior in association with the A&F. 6 

CONCLUSION: 

People think that registering under a trademark is a simple-easy thing but this is not true as we 

 
5 Hindustan development v. the deputy registrar (1955) 59 CWN 320 (India).  
6 Abercrombie & fitch co. v Hunting world incorporated 537 U.S. 189. (1976).  
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can tell now that ‘distinctiveness’ is the essential requirement of registration except in some 

cases of well-known trademarks, but this is a small technical thing but many of people fail to 

fulfill the condition of distinctiveness while registration. Some trademarks have their inherent 

distinctiveness and others are acquired over time. Goodwill of the company or the brand talks 

about the well-known trademark of a proprietor. That trademark started acquiring goodwill and 

reputation in the market and to the consumers and they started realizing all the benefits of the 

trademark in the economic worth. The other manufacturer started feeling appealing to copy 

another well-established trademark to gain the similar profits that the particular trademark is 

gaining through their symbol’s reputation in the eye of consumers Trademark law has evolved 

so much by the need of time and society. The proprietor must see the uniqueness of their mark. 

By the end of registration, the trademark will be protected by the law and it has given benefits. 

The registration has its benefits under the trademark act. It gives ownership of one’s entitled 

brands, companies, and products 

  


