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Introduction 

In the case of Sun Pharmaceutical Industries Ltd. v. Cipla Ltd., two major pharmaceutical 

giants of India, i.e., Sun Pharma and Cipla locked horns over a trademark dispute. This case 

was a classic modernistic development in the domain of trademark infringement, which came 

in the backdrop of COVID-19 outbreak. This case analyses the opportunistic approach of 

putting forward socio-legal contentions in order to get away with legal obligations. 

The instant matter includes a dispute where Sun Pharma, the applicant/defendant, has allegedly 

infringed the registered trademark of the respondent/plaintiff, i.e., Cipla Ltd., by manufacturing 

and selling deceptively similar drugs in the backdrop of pandemic, when the entire country was 

facing extraordinary demands of related drugs and the supply of such drugs were scarce. 

When the matter of such alleged trademark infringement went before the Madras High Court 

under its original jurisdiction, the Court granted interim injunction against selling of such drugs 

by the applicant/defendant. The applicant/defendant filed a counter application before the 

Madras High Court for setting aside such interim injunction. In the hearing, the 

respondent/plaintiff argued that they have an established market for both the drugs, whose 

trademark have been allegedly imitated, and have been registered and are in use since 2013. 

The counsel for the applicant/defendant contended that the existing stock of the drugs with 

disputed trademarks should be allowed to be sold for the treatment of COVID patients on 

humanitarian ground. After hearing both the sides, the Court reached to the conclusion that a 

party cannot be allowed to violate intellectual property on ground of the country facing 

unprecedented medical emergency. It was therefore ordered to the defendant to recall all the 

disputed products from the market and sell them by rebadging with different packaging. The 

Court denied any concession to the applicant/defendant to make undue profits on grounds of 

the COVID-19 pandemic. 
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Background: 

In any open market economy like India, competition in the market is extreme. For companies 

to sustain in an open market, their brand recognition and brand value is of paramount 

importance. To safeguard this brand recognition and brand value, trademarks play a vital role. 

Trademarks helps customers in recognising the brand, determining the quality of product and 

making an informed purchasing decision. When such great value is attached to trademarks, it 

is necessary to protect them from misuse and infringement. This protection from infringement 

of trademarks is covered under the Trademarks Act, 1999 (hereinafter referred to as the Act). 

The Act provides for two types of trademark infringement, one being direct infringement and 

the other is indirect infringement.1 The important conditions that must be fulfilled for an 

infringement to qualify as a direct infringement are, firstly, the trademark in dispute should be 

registered; secondly, the registered trademark must be used by an unauthorized person; thirdly, 

the trademark used by such person should be identically similar to a registered trademark or 

should be deceptively similar; fourthly, the unauthorized  person should use the trademark for 

propagation of goods and service, which falls under the same class as that of the registered 

trademark.2 

Most of the trademark infringement litigation, have revolved around the point of identical or 

deceptively similar, as discussed above. “Deceptively similar” is defined under Section 2(h) of 

the Act, which provides that a trademark is considered to be deceptively similar to another 

trademark, if it nearly resembles the latter trademark, likely to deceive or create confusion. 

Although the Act provides “deceptively similar” as a ground for trademark infringement, but 

it does not lay out any criteria to decide the scope of this phrase. To fill this vacuum, Indian 

Courts have come up with several landmark decisions to determine the phrase of “deceptively 

similar”. 

In the case of Cadila Healthcare v. Cadila Pharmaceuticals,3 the dispute came with respect 

to a product named “Falcitab” sold by the defendant, which was similar to “Falcigo”, a product 

manufactured and sold by the plaintiff. In this particular matter, the Supreme Court observed 

that in a country like India with so much urban-rural divide and disparity of knowledge 

 
1 Akshay Nair, India: Trademark Infringement in India, Mondaq (Oct. 3,2021, 08:40AM), 

https://www.mondaq.com/india/trademark/1060218/trade-mark-infringement-in-india. 
2 The Trademarks Act, 1999 § 29. 
3 Cadila Health Care Ltd. v. Cadila Pharmaceutical Ltd., (2001) 5 SCC 73. 
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especially pertaining to the medical language, it is necessary to prevent confusion of 

trademarks in pharmaceuticals. Therefore, the Apex Court decided in favour of the plaintiff as 

the name of drugs being phonetically similar shall amount to be “deceptively similar”. 

In the matter at hand, Cipla Ltd, the respondent/plaintiff filed a suit before the Madras High 

Court for issuing permanent injunction against Sun Pharmaceuticals, the applicant/defendant 

alleging trademark infringement. The respondent/plaintiff alleged that the applicant/defendant 

has reproduced the trademark, artistic packaging, and labels of “BUDECORT RESPULES” 

and “DUOLIN RESPULES”. These drugs are used for treating patients with respiratory 

diseases. As per the allegation, the applicant/defendant replaced “BUDECORT” and 

“DUOLIN” by renaming the medicines as “BUDEFOX RESPULES” and “DUOZ 

RESPULES”, with similar colour pattern and design in the packaging as that of 

respondent/plaintiff’s products, both of which were used for treatment of similar ailments, as 

that of the respondent/plaintiff’s drugs, which amounts to passing-off of goods. It was 

contended by the respondent/plaintiff that by this act of applicant/defendant, the 

applicant/defendant got unfair advantage in the market at the cost of damaging the well-known 

trademark of the respondent/plaintiff. 

In the suit for permanent injunction, the respondent/plaintiff prayed for grant of interim 

injunction against the applicant/defendant, to which the Court acted in affirmative stating that 

the applicant/defendant has imitated the respondent/plaintiff by adopting identical colour 

labels. Aggrieved by this interim injunction, the applicant/defendant filed counter application 

to vacate the interim injunction arguing that there is huge amount of existing stock, carrying 

an expiry date of one year. The applicant/defendant also drawn the attention of the Court 

towards the massive demand of such drugs due to the ongoing pandemic. It was prayed by the 

applicant/defendant to allow the sell of existing stock in public interest, considering the grave 

ground realities and the relief that these drugs can provide to COVID-19 infected patients. It 

was further argued by the applicant/defendant that sell of such drugs should be allowed on 

grounds of urgency, considering the expiry dates of the drugs and their social needs, 

harmoniously. 

After hearing both the sides, the Madras High Court while dismissing the counter application 

held that the interim injunction shall continue to remain in force until the final decision in the 

suit for permanent injunction filed by the respondent/plaintiff is given. While deciding this, the 

Madras High Court opined that no harm or prejudice will be caused to the applicant/defendant 
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in continuance of the interim injunction till the original suit is disposed. The High Court further 

stated that the respondent/plaintiff will suffer incalculable loss to its proprietary rights if the 

applicant/defendant is allowed to sell its products in the market, as it will dilute 

respondent/plaintiff’s proprietary rights. 

Analysis: 

The principal contention before the Madras High Court for setting aside the interim injunction 

as mooted by the applicant/defendant was based on the ground of public interest and urgency, 

which the High Court denied and quashed the counter application. The Court stated that the 

respondent/plaintiff has made a prima facie case for its trademark infringement and in support 

of the continuation of the interim injunction, because of which the balance of convenience tilted 

towards the respondent/plaintiff. The argument of public interest and urgency shifts the 

adjudicating focus of the Court from judging the validity of the interim injunction to 

determining the innocence of the applicant/defendant bearing in mind the situation and 

circumstances. The counter application for setting aside the interim injunction stood on the fact 

that the applicant/defendant tried to merge public policy with the rights of the plaintiff, which 

resulted in the dismissal of the counter application. 

The Indian pharmaceutical market is known for less knowledgeable costumers with respect to 

drugs and its usage, in which pharmaceutical companies have managed to develop a goodwill 

and credibility by withstanding the market over a long period of time. In the backdrop of 

pandemic, India not only witnessed higher demands due to genuine need of patients but also 

due to panic buying of medicines. This huge demand combined with the goodwill accumulated 

by Cipla over a period of time, offers higher probability for Sun Pharma to pass-off its goods 

as drugs of Cipla. Although, the medicines manufactured by Sun Pharma would have been 

beneficial for meeting the demand of such drugs, the Madras High Court denied any exemption 

for this imitation of trade-dress on the basis of public interest. The Court upheld intellectual 

property of a person or organization above the unprecedented medical emergency. Such an 

attempt to pass-off goods cannot be allowed under any circumstances and the judiciary cannot 

remain as a mute spectator to this infringement. This decision of the Madras High Court has 

set a precedent of not entertaining opportunity motivated contentions by parties in the backdrop 

of the ongoing pandemic or any other medical emergency. A pandemic cannot provide free-

pass to pharmaceutical companies for deliberately infringing intellectual property rights and 

then get rid of it by using victim-card in the pretext of urgency and public interest. 
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This case was an exception to the usual approach of courts towards trademark infringement not 

only in India but worldwide. In most of the cases of counterfeiting, i.e., imitation of label or 

packaging of competitor’s product, the imitator’s packaging, and trade-dress if not completely 

but somewhat confusingly similar to that of the competitor, which genuinely creates confusion 

in the marketplace. Such act of passing-off goods is generally recognized as unlawful on 

grounds of unfair competition. But in the jurisprudence of many countries, judges do not 

usually recognize the danger of confusion created in the minds of an ordinary customer, who 

does not verify minute differences in packaging or even work marks used, while making 

purchases, where the colours of packaging and its design is given preference over the 

correctness of product name. Judges usually do not understand this practical scenario and gives 

much emphasis over the trade name which is to an extent different in most of the cases. As a 

result of this, judges deny the existence of unfair competition, even in cases where the 

imitator’s product has similar colours and graphical presentations to that of the competitor.4 In 

the matter at hand, the Madras High Court realized this practical problem faced by consumers 

and decided the case by giving much weight to the imitation of trade-dress of the drugs 

manufactured by Sun Pharma, even though the trade names of those drugs were, if not 

completely, but significantly different from that of the drugs manufactured by Cipla. 

Conclusion: 

This case dealt with the opportunistic approach of certain companies, who at times intends to 

gain from the market’s vulnerability. It is important to put a restriction on such dangerously 

illegal actions. This case is a classic example of putting the interest of consumers at par but not 

at the cost of compromising intellectual property rights. It restraints infringers from taking 

undue advantage of a grim situation. The Court took a firm stand in protecting intellectual 

property rights of a party, where another party is trying to violate it with the help of social 

contentions like public interest and urgency. At last, this case has put a barrier on expansion of 

grounds for condoning trademark infringement to prevent an opening of floodgate, which will 

create problems in adjudicating subsequent matters on trademark infringement. 

 
4 Introduction to trademark law and practice, A WIPO Training Manual 99-100 (2ed. WIPO 1993). 
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